TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 40

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAMES J. KAI SER

Appeal No. 94-2901
Application No. 07/837, 666

ON BRI EF

Bef ore W NTERS, DOMEY and WLLIAMF. SMTH, Adm nistrative
Pat ent Judges.

W NTERS, Administrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
finally rejecting clainms 18 through 22. Cains 2 through 4

and 14 through 17, which are the only other clains remaining

! Application for patent filed February 14, 1992.
According to applicant, this application is a continuation of
Application No. 07/067,001, filed June 29, 1987, now
abandoned.
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in the application, also stand finally rejected. However,
wWith respect to the latter clains, no appeal was taken.

REPRESENTATI VE CLAI M5

Clainms 19 and 20, which are illustrative of the subject
matter on appeal, read as foll ows:

19. A culture mediumfor use in a unitary sterilization
nonitoring device, conprising a sterile adm xture of water
protein digests, soluble starch, a phosphate buffer, a salt,
and glycerol in an anmobunt sufficient to support visually
det ect abl e m crobial growh, said culture nmedi um being pH and
color stable to repeated subsequent heat sterilizations.

20. A twice sterilized culture nedium conprising an
adm xture of water with protein digests, mnerals, a pH
i ndicator, and glycerol, wherein said first sterilization is
by heat or filtration and said second sterilization is by
heat, said culture medi um being pH and col or stable follow ng
said first sterilization.

THE REFERENCES

The references relied on by the exam ner are:

O el ski 4,291,122 Sep. 22, 1981
Br ockmann 2, 950, 202 Aug. 23, 1960

Robert Jenness et al. (Jenness), Principles of Dairy Chem stry
346-49 (John Wley & Sons, Inc. 1959)

A. Atkinson et al. (Atkinson), "Behaviour of Bacillus
st earot hernophilus Gown in Different Media," 38 Journal of
Applied Bacteriology no. 3, 301-04 (1975)

THE | SSUES
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The issues presented for review are: (1) whether the
exam ner erred in rejecting claim219 under 35 U.S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Oel ski,

At ki nson, and the acknow edged prior art in the specification
(paragraph bridging pages 5 and 6) "and, if necessary,"
further taken in view of Jenness or Brockmann; (2) whether the
exam ner erred in rejecting clainms 18 through 22 under

35 U S.C 8§ 112, second paragraph, as failing to particularly
poi nt out and distinctly claimthe subject matter which
applicant regards as his invention; (3) whether the exam ner
erred inrejecting clains 20 through 22 under 35 U. S.C. § 112,
first paragraph, as based on an original specification which
does not provide adequate witten descriptive support for the
I nvention now cl ai ned; and (4) whether the exam ner erred in
rejecting clainms 18 through 22 under 35 U. S.C. 8§ 112, first
par agr aph, as based on a non-enabling disclosure.

DEL| BERATI ONS

Qur deliberations in this matter have included eval uation
and review of the following materials: (1) the instant
specification, including Figures 1, 2 and 3, and all of the

claims on appeal; (2) applicant's Appeal Brief (Paper No. 31),
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the Reply Brief (Paper No. 34), and the "Answer to Examiner's
Suppl enent al Answer" (Paper No. 36); (3) the Exam ner's Answer
(Paper No. 33), the first Suppl enmental Answer (Paper No. 35),
and the second Suppl enental Answer (Paper No. 37); (4) the
above-cited references relied on by the exam ner; and (5) the
previ ous opi nion and deci sion issued by another nerits pane
of the Board in parent Application Serial No. 07/067, 001
(Appeal No. 91-2989, numiled January 14, 1992).

On consideration of the record, including the above-
listed miterials, we reverse the examner's rejections.

SECTI ON 103

The facts adduced by the exam ner woul d appear to support

a conclusion of prima facie obviousness of claim19 over

O el ski, Atkinson, and the acknow edged prior art in the
speci fication (paragraph bridging pages 5 and 6), further
considered in view of Jenness or Brockmann. That, however,

does not end the inquiry. See In re Hedges, 783 F.2d 1038,

1039, 228 USPQ 685, 686 (Fed. Cir. 1986) ("If a prina facie

case is made in the first instance, and if the applicant cones

forward with reasonable rebuttal, whether buttressed by
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experinment, prior art references, or argunent, the entire
merits of the matter are to be reweighed.").

We have reviewed the objective evidence of nonobvi ousness
in applicant's specification, pages 5 through 8.  There, in
si de- by-side testing, applicant conpares prior art Mediuml
with culture Media Il and Il representing the clained
i nvention. The evidence establishes that replacing a
nonosacchari de such as dextrose with glycerol provides a
significant, unexpected inprovenent in the art, nanely,
cul ture nedia containing glycerol are significantly |ess
sensitive to processing heat conditions and maintain a stable

pH As stated in In re Papesch, 315 F. 2d

381, 391, 137 USPQ 43, 51 (CCPA 1963), a conposition and al
of its properties are inseparable; they are one and the sane
thing. On these facts, we hold that (1) the specification

evi dence serves to rebut the examner's prinma facie case of

obvi ousness; and (2) the clained conposition, considered as a
whol e, woul d not have been obvious fromthe cited prior art.

The exam ner attenpts to "explain away" the data in
applicant's specification, arguing that

gl ycerol has a structure and chem cal properties
differing substantially from glucose, and woul d not
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have been expected to be degraded |i ke carbohydrate

by the high tenperature of steamsterilization to

formacid . . . G@ycerol not being degraded to form

an acid woul d have been expected to result in a pH

stable nmedium [Exam ner's Answer, page 15].
In our judgnent, however, the exam ner's argunment is not based
on adequat e evi dence or sound scientific reasoning. Rather,
we believe that the argunent is derived frominfornmation
provi ded by applicant in the instant specification, i.e., the
exam ner's argunent is based on the inpermssible use of
hi ndsi ght. The examiner's position to the contrary,
notw t hst andi ng, we hold that the objective evidence in
applicant's specification, pages 5 through 8, shows that the
clai med culture nedium provides a significant inprovenent in
the art which woul d not have been expected at the tine the
I nvention was made by a person having ordinary skill in the
art.

The rejection of claim19 under 35 U S.C. § 103 is

reversed.

SECTI ON 112

Clainms 18 through 22 stand rejected under 35 U. S. C
§ 112, second paragraph. According to the exam ner, the

clainms do not particularly point out and distinctly claimthe
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subj ect matter which applicant "regards" as his invention
because the first and second sterilizations recited in claim
18, the repeated subsequent heat sterilizations recited in
claim19, and the first and second sterilizations recited in
claims 20 through 22 are not Iimted to steamsterilizations.
A simlar rejection was affirned by another nerits panel of
the Board in parent application Serial No. 07/067, 001,
apparently on the basis of a statenent in the previ ous Appea
Brief that applicant intended to cover only steam
sterilization. See Appeal No. 91-2989, nuiled January 14,
1992, page 8.

In this appeal, however, applicant nakes clear that

the Board's . . . interpretation of appellant's

argunments in the parent case notw thstanding,

appel | ant has never asserted that steam

sterilization was the only type of sterilization

useful in the invention. [Appeal Brief, page 9, |ast
par agr aph, enphasi s added].

Suffice it to say, we find no evidence in this record
supporting a conclusion that clainms 18 through 22 do not
particularly point out and distinctly claimthe subject matter
whi ch applicant regards as his invention. Applicant's present

position, that his contribution goes beyond steam
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sterilization, is anply supported by a consideration of the
I nstant specification inits entirety.

The rejection of clains 18 through 22 under 35 U.S.C.
8 112, second paragraph, is reversed.

Clainms 20 through 22 stand rejected under 35 U. S. C
8§ 112, first paragraph, as based on an original specification
whi ch does not provide adequate witten descriptive support
for the invention now clained. According to the exam ner, the
ori ginal specification does not adequately support a first
sterilization by filtration as recited in these clains.

Furthernore, clains 18 through 22 stand rejected under
35 U.S.C § 112, first paragraph, as based on a non-enabling
di scl osure. According to the exam ner, applicant's disclosure
enabl es only steam sterilization. Therefore, to obviate this
rejection, the examner would require that claim18 be limted
to first and second steam sterilizations; that claim19 be
limted to repeated subsequent steam sterilizations; and that
claims 20 through 22 be Ilimted to first and second steam
sterilizations.

Wth respect to these rejections, we agree with the

reasoni ng succinctly stated by applicant in the Appeal Brief,

- 8-



Appeal No. 94-2901
Application No. 07/837, 666

pages 4 through 9, sections (6)(A) and (6)(B).

For the

reasons set forth by applicant, the rejections under 35 U S. C

8§ 112, first paragraph, are reversed.

CONCLUSI ON

We do not sustain the exam ner's rejections under

35 US.C 8§ 103, 35 US C 8§ 112, second paragraph, or

35 U.S.C. § 112, first paragraph.
The exam ner's decision is reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

MARY F. DOMNEY
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge
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Phillips, Lytle, Hitchcock, Bl aine
& Huber LLP

Intellectual Property G oup

3400 Marine Mdland Center

Buf fal o, NY 14203
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